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Remarks 



Claims 1-45 are pending in the application. By this amendment claim 39 is amended to 
change its dependency from claim 28 to claim 38. 

The specification is amended to include the addition of a new drawing, Fig. 4b, which is 
enclosed. Fig. 4b is intended to replace table [t2] shown at page 9, line 12 of the specification. 
Fig. 4b is the same drawing that was added in the parent application, from which the current 
application claims priority. Entry of Fig. 4b is respectfully requested. 

It is submitted that no new matter is added to the application by these amendments. 
Reconsideration and reexamination of the application is respectfully requested. 

The disclosure is objected to because the table on page 9 is missing data. New Fig. 4b 
addresses the missing data. It is respectfully submitted that the addition of Fig. 4b addresses the 
basis for the objection. 

Claim 39 is objected to because of an incorrect dependency. Claim 39 has been amended 
to change its dependency from 28 to 38, which obviates the basis for the objection. 

Claims 1-9, 16-17, 20-26, and 33-35 stand rejected under 35 U.S.C. § 103(a) as being 
obvious over Coates et al. in view of Renau. The rejection is respectfully traversed on multiple 
grounds. 

Claim 1 calls for a water supply system for supplying water to an ice maker and a water 
dispenser in a refrigerator. One element of the claim comprises a filter status unit for 
determining the status of the filter based on the filtered water demanded by the ice maker and the 
water dispenser. The filter status unit comprises a water volume meter that determines the 
volume of water for each demand, a filtered-water volume summing device that maintains an 
accumulated filtered-water volume based on the filtered water volume of each demand, and an 
indicator that signals when the accumulated filtered-water volume reaches a threshold value. 

Claim 20 calls for a refrigerator comprising a replaceable filter that supplies water to at 
least one water-using appliance. A filter status unit is provided that indicates the replacement 
status for the replaceable water filter based on the accumulated volume of filtered water supplied 
by the replaceable water filter. 
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Claim 33 calls for a filter status unit for determining whether a replaceable filter, 
supplying filtered water to at least one water-using appliance in a refrigerator, should be 
replaced. The filter status unit comprises a timer that determines the time that filtered water is 
supplied from the replaceable filter to the at least one water-using appliance, a filtered-water 
volume calculator that calculates the filtered-water volume based on the determined duration and 
the flow rate of the filtered water to the at least one water-using accessory, and a filtered-water 
volume summing device for maintaining an accumulated filtered-water volume based on the 
calculated filtered-water volume. 

In forming the combination of Coates and Renau, Coates is cited in the first OfEce Action 
for teaching a system for determining the need to replace a water filter of a refrigerator. In 
support of this teaching, the first Office Action relies on the following language from column 8 
of Coates: 

Several alternative means may be employed to notify the 
user that the filter cartridge 42 needs replacement. The 
simplest, and least expensive, is simply the reduction in the 
flow rate of water during dispensing, which occurs when 
the filter cartridge becomes clogged. Other more 
sophisticated devices, such as clock reminders or flow rate 
and pressure drop across filter monitors, with associated 
indicators, may also be used. 

It is expressly recognized in the first Office Action that Coates does not teach a volume 
meter and summing device that sums the volume at each demand. Renau is relied on in the 
Office Action for teaching a volume meter and summing device to determine the volume 
dispensed at each demand. Specifically, the first Office Action relies on several general 
statements related to the processing of the flow water over time, examples of which include: 



"The apparatus includes elements for determining the 
extent of filter usage, which include elements for 
processing the flow of water over time, and elements for 
activating and deactivating the processing elements upon 
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starting and stopping of water flow." (Column 1, lines 32- 
36). 

M ln operation, upon starting the flow of water and 
generating water pressure resulting therefrom, pressurized 
water flows through the filter and into channel 46 and 
housing 44, moving magnet 40 from a first position 
towards the second position shown in FIG, 1 . As magnet 
40 moves towards the second position, the reed element in 
reed switch 50 is attracted in the direction thereof, closing 
the switch in reed switch 50 and activating electronic 
elements 32 and microprocessor 30, such that the 
microprocessor 30 turns on and processes the flow of water 
over time to determine the level of fitter usage." (Column 3, 
lines 13-23). 

It is asserted in the first Office Action that Renau can be combined with Coates to reach 
the scope of claims 1, 20, and 33. This rejection fails for several reasons. 

First, the combination of Coates and Renau is traversed. There is no teaching or 
suggestion in either of the references to make the combination as asserted in the first Office 
Action. 

The error in the combination lies in that the combination is based on combining general 
statements or a generalization of their teachings while ignoring their specific structures, which 
teach against combining the references. 

The focus of Coates is on a refrigerator with a water filter. Solenoid valves are used to 
control the flow of water from the water filter output to an ice maker and water dispenser. The 
valves are electrically linked to the switches of the ice maker and water dispenser. There is no 
controller disclosed in Coates for controlling the switches and/or the valves. 

Coates is not concerned with determining when the water filter needs replacement. 
Coates has no detailed disclosure of a structure capable of monitoring the status of a water filter 
and determining when it needs to be replaced. Instead, Coates merely provides a general 
teaching that some non-described "means" can be employed to notify the user when the filter 
cartridge needs replacement. In doing so, Coates generally describes some devices that might be 
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used, but only in terms of their general function, not their structure. In fact, Coates is not 
enabling with regard to the structure for indicating when the filter needs replacing. 

Moreover, to the extent that Coates does describe structure for indicating the replacing of 
the filter, Coates describes devices that monitor the characteristic of the water passing through 
the filter (reduction in flow rate through the filter, flow rate, and pressure drop across the filter) 
or a general timer that tracks the time the filter is used. Coates does not disclose a device that is 
capable of determining the volume of water outputted from the filter. 

Renau does not disclose a refrigerator with a filtered water system. Instead, it discloses a 
manually actuable, faucet-mounted water filter that has a microprocessor for processing the flow 
of water over time. Renau does not disclose the methodology or structure for processing the flow 
of water over time. In fact, it is not clear what Renau means by the processing of the flow of 
water over time. Also, the processor in Renau is actuated by an in-line magnetic reed switch, 
which moves in response to the flow of water when the faucet is opened. In short, Renau is not 
enabling regarding any structure for implementing the stated goal of processing the flow of water 
over time, rendering the phrase meaningless. 

There is no teaching or suggestion in either the Coates or Renau patent of how or why 
one would substitute the manually-actuable, microprocessor-controlled water filter of Renau for 
the mechanically-switched, electronically-actuated valves of Coates. These two methods of 
controlling the water flow through the filter are antithetical. Their underlying design 
philosophies are as different as night and day. The Renau method is relatively high-tech from a 
control standpoint, while the Coates structure is low-tech. More importantly, combining the 
manually operated valve of Renau with Coates would destroy the electronically-switched 
functionality of the Coates solenoid valves and render the combination inoperable. Thus, there is 
no teaching or suggestion to make the combination. 

There is also no teaching or suggestion in either of the references of how or why one 
would or could use the microprocessor of Renau with the mechanical switch and electrically 
actuated valves of Coates. It is not practical or necessary for Coates to use such a 
microprocessor-based control. Coates has opted for a simple electro-mechanical solution, not a 
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microprocessor-based controller. Coates directly teaches that a microprocessor is not 
contemplated by the examples that it cites for determining when the filter needs to be replaced. 
Coates looks to a characteristics of the water flow related to the filter (flow rate decrease, flow 
rate drop across filter, pressure drop across the filter), all of which can be detected by simple 
mechanical systems. Coates also looks to a traditional clock reminder that is unrelated to the 
actual flow of water through the filter. The clock reminder just turns on an indicator light after a 
predeterrnined amount of time has passed. These structures do not require a microprocessor. 

The concepts for which Coates and Renau are cited are not the focus of the disclosure for 
those patents; the concepts are tangential to the focus of the disclosure. Coates and Renau are 
not enabling for the cited concepts: Coates does not have an enabling description of a water filter 
monitoring unit and Renau does not have an enabling disclosure for processing the flow of water 
through the filter over time. These non-enabling disclosures amount to nothing more than pie-in- 
the-sky wishes and do not teach one of ordinary skill in the art how to make the concepts. The 
depth of teaching is akin to a general statement saying "one could supply power to this with a 
perpetual motion machine", yet there is no description on how to make the perpetual motion 
machine. Without such a description, there is no teaching. Such is the case with the cited 
concepts of Coates and Renau. 

Thus, there is no teaching to make the combination as suggested in the first Office 
Action. Furthermore, the specific structures shown in the Coates and Renau patents teach against 
making the combination. Since the combination is improper, the rejection must fail as to all of 
the claims. 

Second, assuming, arguendo, that the combination can be made, it would disclose 
nothing more than the mechanical-switch controlled electronically-actuated valves of Coates in 
combination with a microprocessor for processing the flow of water over time, without any 
teaching of the particular methodology or structure for how the microprocessor processes the 
flow of water over time or what is meant by processing the flow of water over time. 

Claims 1, 20, and 33 are patentable over this combination because the combination fails 
to teach any type of accumulated volume determining device as required by the claims. The 
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combination also does not disclose the water volume meter and/or the volume summing device 
as required by claims 1 and 33. The combination also does not disclose the use of a known flow 
rate and a flow timer to determine the volume as required by claim 33. Therefore, claims 1, 20, 
and 33 are patentable over the combination. The corresponding dependent claims are patentable 
for the same reasons. 

In the Office Action, it is asserted that the phrase "processing the flow of water over time" 
means determining the accumulated volume as called for by the claims since the formula for 
calculating total volume based on the time of the flow and the water flow rate is widely known. 
However, this conclusion is not supported by the combination, which is silent on what processing 
the flow of water over time means and has no disclosure of how it is done. Since the 
combination does not teach what is meant by processing the flow of water over time, the 
combination cannot reach the claims 1, 20, and 33, and the corresponding dependent claims. 

For claims 6-7 it is submitted that the well known formula of the product of the flow rate 
and flow time can be used to determine the volume. It is respectfully submitted that the 
knowledge and existence of a formula does not equate with its application being obvious to one 
of ordinary skill in the art as asserted. Just because one of ordinary skill in the art might know 
the formula, does not mean that every application or implementation of that formula is obvious. 
For example, the formula for the force needed to accelerate a mass is F — ma. However, knowing 
this formula does not mean that every application of the formula is obvious. If such were true, no 
mechanical invention would be patentable. 

It is respectfully submitted that the conclusion in the Office Action that the processing of 
the flow rate over time is the same as determining the accumulated volume as called for by the 
claims is based solely on hindsight reconstruction. It is the Examiner's knowledge of the 
invention, which leads the Examiner to interpret the undefined phrase of "processing the flow of 
water over time" to mean calculating the volume of water. Hindsight is also the basis for the 
application of the formula. There can be no other basis than hindsight reconstruction since the 
references are absent of any teaching regarding the concepts for which they are cited, and absent 
any teaching of how the undefined concepts can be combined. Without any mention in either 
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reference forming the combination of the claimed structure for determining the total volume flow 
through the filter, it is inescapable that the Examiner relied on hindsight to form the combination. 

Therefore, claims 1, 20, and 33 are patentable over the combination because the 
combination does not disclose the claimed structure for determining the total volume flow 
through the filter and the conclusion to the contrary is based on impermissible hindsight 
reconstruction. 

Claims 2-9, 16-17, 21-26, and 34-35 are also patentable over the combination because 
they depend directly or indirectly from one of claims 1 , 20, and 33 . 

Claims 10-15, 18-19, 27-32, and 36-45 stand rejected under 35 U.S.C. §103 (a) as being 
obvious over Coates in view of Renau, as applied to claims 9, 17, 26 and 36 and further in view 
of Wiseburgh et al. The rejection is respectfully traversed. 

The combination of Coates, Renau, and Wiseburgh is improper for the same reasons as 
stated above with respect to Coates and Renau. The addition of Wiseburgh does not overcome 
the shortcomings of the combination of Coates and Renau as described above. Since the 
combination is not tenable, the rejection of the claims must fail. 

It is respectfully submitted that all the claims in the application are allowable over the 
prior art of record for the reasons stated above. If there any questions regarding this matter, 
please do not hesitate to contact the undersigned attorney, 

Respectfully submitted, 
Ronald W. Guess 

Dated: December 26, 2003 By: 

Mark A, Davis, Reg. No. 37,1 18 

McGarry Bair pc 

171 Monroe Avenue, NW, Suite 600 

Grand Rapids, Michigan 49503 

616-742-3500 
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